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SENATE BI LL 5122

Passed Legi sl ature - 2003 Regul ar Sessi on
St ate of WAshi ngt on 58th Legislature 2003 Regul ar Sessi on
By Senators Johnson, Kline and Esser

Read first tinme 01/15/2003. Referred to Conmmittee on Judiciary.

AN ACT Relating to trademark registration; anendi ng RCW 19. 77. 010,
19. 77.020, 19.77.050, 19.77.140, 19.77.150, and 19.77.160; addi ng a new
section to chapter 19.77 RCW and repealing RCW19. 77. 110.

BE | T ENACTED BY THE LEG SLATURE OF THE STATE OF WASHI NGTON:

Sec. 1. RCW19.77.010 and 1994 ¢ 60 s 6 are each anended to read
as follows:

((As—used—+n)) The definitions in this section apply throughout
this chapter((+)) unless the context clearly requires otherw se.

(1) "Alien" when used with reference to a person neans a person who
is not acitizen of the United States((+)).

(2) "Applicant™ neans the person filing an application for
registration of a trademark under this chapter, his or her |egal
representatives, predecessors, successors, or assigns of record wth
the secretary of state((+)).

(3) "Donestic" when used with reference to a person neans a person
who is a citizen of the United States((y)) .

(4) The term "colorable imtation" includes any mark which so
resenbles a registered mark as to be likely to cause confusion or
m stake or to deceive((+)) .

p. 1 5122. SL
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(5 A "counterfeit" is a spurious mark which is identical with, or
substantially indistinguishable from a registered mark((+)).

(6) "Dilution" neans the ((ratertal—reduetion—of—the distinetive
guaty—of—afarmpus—rark)) lessening of the capacity of a fanpbus mark
to identify and distinguish goods or services through use of a mark by
anot her person, regardless of the presence or absence of (a)
conpetition between the ((users—oef—the—+ark)) owner of the fanpbus mark
and other parties, or (b) likelihood of confusion, mstake, or
deception arising fromthat use((+)).

(7) "Person" neans any individual, firm partnership, corporation,
associ ation, union, or other organization((+)) capable of suing and
being sued in a court of |aw

(8 "Registered mark" neans a trademark registered under this
chapter ((+)) —

(9) "Registrant"” nmeans the person to whom the registration of a

trademark under this chapter is issued, his or her |egal
representatives, successors, or assigns of record wwth the secretary of
state((5))

(10) "Trademark" or "mark" nmeans any word, nanme, synbol, or device
or any conbination thereof adopted and used by a person to identify
goods made or sold by him or her and to distinguish them from goods
made or sold by others, and any word, nane, synbol, or device, or any
conbi nation thereof, and any title, designation, slogan, character
nanme, and distinctive feature of radio or television prograns, used by
a person in the sale or advertising of services to identify the
services ((ef—eone—person—and)) provided by him or her and to
di stinguish themfromthe services of others((+)).

(11) A trademark shall be deened to be "used” in this state when it
is placed in the ordinary course of trade and not nerely to reserve a
right in a mark in any manner on the goods or their containers, or on
tabs or labels affixed thereto, or displayed in connection with such
goods, and such goods are sold or otherwi se distributed in this state,
or when it is used or displayed in the sale or advertising of services
rendered in this state((+)).

(12) "Trade nane" ((shatH—have—the—same—deftnition—as—under—REW
19-80-005(1)+)) neans any nane used by a person to identify a business
or vocation of such a person

(13) A mark shall be deened to be "abandoned":

5122. SL p. 2
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(a) Wien its use has been discontinued with intent not to resune
such use. Intent not to resunme nmay be inferred from circunstances.
Nonuse for ((t+we)) three consecutive years shall be prima facie
evi dence of abandonnent; or

(b) When any course of conduct of the registrant, including acts of
om ssion as well as conmm ssion, causes the mark to becone the generic
nane for the goods or services or causes the mark to lose its
significance as an indication of source or origin. Pur chaser
notivation shall not be a test for determ ning abandonnment under this
subsecti on.

Sec. 2. RCW19.77.020 and 1989 ¢ 72 s 2 are each anended to read
as follows:

(1) Atrademark by which the goods or services of any applicant for
regi stration may be distinguished fromthe goods or services of others
shall not be registered if it:

((5)) (a) Consists of or conprises imoral, deceptive, or
scandal ous matter; or

((2)) (b) Consists of or conprises matter which nmay di sparage or
falsely suggest a connection wth persons, living or dead,
institutions, beliefs, or national synbols, or bring theminto contenpt
or disrepute; or

((63))) (c) Consists of or conprises the flag or coat of arns or
other insignia of the United States, or of any state or nunicipality,
or of any foreign nation, or any sinulation thereof; or

((4)) (d) Consists of or conprises the name, portrait, or
signature identifying a particular living individual who has not
consented in witing to its registration; or

p. 3 5122. SL
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£6y)) (e) Consists of or conprises a trademark which so resenbl es
a trademark registered inthis state, or a trademark or trade nanme used
in this state by another prior to the date of the applicant's or
applicant's predecessor's first use in this state and not abandoned, as
to be likely, when applied to the goods or services of the applicant,
to cause confusion or m stake or to deceive.

(2) Reqgistration under this title does not constitute prinma facie
evidence that a mark is not nerely descriptive, deceptively
m sdescriptive, or geographically descriptive or deceptively
m sdescriptive of the goods or services with which it is used, or is
not primarily nerely a surnane, unless the applicant has nade
substantially exclusive and continuous use thereof as a trademark in
this state or elsewhere in the United States for the five years next
preceding the date of the filing of the application for registration.

(3) Atrade nane is not registrable under this chapter. However,
if a trade nane also functions as a trademark, it is registrable as a
t rademar k

(4 The secretary of state shall make a determnation of
regi sterability by considering the application record and the marks
previously regi stered and subsisting under this chapter.

Sec. 3. RCW19.77.050 and 1994 ¢ 60 s 3 are each anended to read
as follows:

Regi stration of a trademark hereunder shall be effective for a term
of ((s+x)) five years fromthe date of registration. Upon application
filed wthin six nonths prior to the expiration of such term on a form
to be furnished by the secretary of state requiring all the allegations
of an application for original registration, the registration my be
renewed for successive terns of ((s+x)) five years as to the goods or
services for which the trademark is still in use in this state. A
renewal fee as set by rule by the secretary of state, payable to the

5122. SL p. 4
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secretary of state, shall acconpany each application for renewal of the
regi stration

The secretary of state shall notify registrants of trademarks
hereunder or their agents for service of record with the secretary of
state of the necessity of renewal wthin the year, but not |ess than
si x nmonths, next preceding the expiration of the unexpired original or
renewed termby witing to the | ast known address of the registrants or
their agents according to the files of the secretary of state. Neither
the secretary of state's failure to notify a registrant nor the
registrant's nonrecei pt of a notice under this section shall extend the
term of a registration or excuse the registrant's failure to renew a
regi stration

NEW SECTION. Sec. 4. A new section is added to chapter 19.77 RCW
to read as foll ows:

The secretary of state nust adopt by rule a classification of goods
and services for convenience of adm nistration of this chapter, but not
tolimt or extend the applicant's or registrant's rights, and a single
application for registration of a mark may include any or all goods
upon which, or services with which, the mark is actually being used
i ndi cating the appropriate class or classes of goods or services. Wen
a single application includes goods or services that fall wthin
multiple classes, the secretary of state may require paynent of a fee
for each class. To the extent practical, the classification of goods
and services should conformto the classification adopted by the United
States patent and trademark office.

Sec. 5. RCW19.77.140 and 1989 ¢ 72 s 9 are each anended to read
as follows:

(1) Subject to the provisions of RCW 19.77.900 any person who
shal | :

(a) Use, without the consent of the registrant, any reproduction,
counterfeit, copy, or colorable imtation of a trademark registered
under this chapter in connection with the sale, offering for sale, or
advertising of any goods or services on or in connection wth which
such use is likely to cause confusion or mstake or to deceive as to
the source or origin of such goods or services; or

p. 5 5122. SL
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(b) Reproduce, counterfeit, copy or colorably imtate any such
trademark and apply such reproduction, counterfeit, copy or colorable
imtation to | abels, signs, prints, packages, wappers, receptacles, or
advertisenents intended to be used upon or in connection with the sale
or other distribution of goods or services in this state on or in
connection with which such use is likely to cause confusion, or to
cause m stake, or to deceive as to the source or origin of such goods
or services
shall be liable to a civil action by the registrant for any or all of
the renedies provided in RCW 19.77.150, except that under (b) of this
subsection the registrant shall not be entitled to recover profits or
damages unl ess the acts have been conmtted wth ((knrewedgethat—sueh
HAtat+enr—+s—intended—to—be—used)) the intent to cause confusion or
m st ake((5;)) or to deceive.

(2) In determning whether, wunder this chapter, there is a
l'i kel i hood of confusion, m stake, or deception between nmarks when used
in association with goods or services, the court shall consider all
rel evant factors, including, but not limted to the foll ow ng:

(a) The simlarity or dissimlarity of the marks in their
entireties to appearance, sound, neaning, connotation, and conmerci al
I npr essi on;

(b) The simlarity or dissimlarity of the goods or services and
nature of the goods and services;

(c) The simlarity or dissimlarity of trade channels;

(d) The conditions under which sales are nade and buyers to whom
sal es are nade;

(e) The fane of the marks;

(f) The nunber and nature of simlar marks in use on simlar goods
or services;

(g) The nature and extent of any actual confusion;

(h) The length of time during and conditions under which there has
been concurrent use w thout evidence of actual confusion;

(1) The variety of goods or services on which each of the marks is
or is not used;

(j) The nature and extent of potential confusion, i.e., whether de
mnims or substantial;

(k) Any other established fact probative of the effect of use.

5122. SL p. 6
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Sec. 6. RCW19.77.150 and 1989 ¢ 72 s 11 are each anended to read
as follows:

Any registrant may proceed by suit to enjoin the manufacture, use,
display, or sale of any counterfeits or colorable imtations of a
trademark registered under this chapter, and any court of conpetent
jurisdiction may grant an injunction to restrain such manufacture, use,
display, or sale as nmay be by the said court deened just and
reasonable, and may require the defendants to pay to such registrant
all profits derived fromand/or all danmages suffered by reason of such
wrongful manufacture, use, display, or sale; and such court nay also
order that any such counterfeits or colorable imtations in the
possession or under the control of any defendant in such case be
delivered to an officer of the court, or to the registrant, to be

destroyed. {( { Fr—exceptional—ecases—the—court—may—award—to—the
" I Y Ct el udi N ,

fees)) The court, in its discretion, may enter judgnment awarding
reasonabl e attorneys' fees and/or an anpbunt not to exceed three tines
such profits and damages in such cases where the court finds the other
party commtted the wongful acts in bad faith or otherwise as
according to the circunstances of the case.

The enuneration of any right or remedy herein shall not affect a
registrant's right to prosecute under any penal |aw of this state.

Sec. 7. RCW19.77.160 and 1989 ¢ 72 s 10 are each anended to read
as follows:

(1) The owner of a ((famwpus)) mark that is fanpbus in this state
shall be entitled, subject to the principles of equity and upon such
terms as the court deens reasonable, to an injunction against another
person's commercial use in this state of a mark, commencing after the
mar kK becones fanous, which causes dilution of the distinctive quality
of the mark, and to obtain such other relief as is provided in this
section. In determ ning whether a mark is fanobus and has distinctive
quality, a court shall consider all relevant factors, including, but
not limted to the foll ow ng:

(((4)—hetd I k_is inl v dictinet I I
i stineti | I I Lol Lusi | : ) (a)

The degree or inherent or acquired distinctiveness of the mark in this
state;

p. 7 5122. SL
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((£2—Whether)) (b) The duration and extent of use of the mark
((are——substanti+al)) in connection with the goods or services with which

the mark i s used;

(((3)—\VWhether)) (c) The duration and extent of advertising and
publicity of the mark ((are—substantial)) in this state;

((4)—\hether)) (d) The geographical extent of the trading area in
which the mark is used ((+s—substantial));

(((5)—WWhett I ] I ol . . w I
olher—person-s—trading—areas—and—channels—oef—trade—and

5 hotl I al . o g I e be
made—by—third—parties)) (e) The channels of trade for the goods or

services with which the mark is used;

(f) The degree of recognition of the mark in the trading areas and
channels of trade in this state used by the mark's owner and the person
agai nst whomthe injunction is sought;

(g) The nature and extent of use of the sane or simlar marks by
third parties; and

(h) Whether the mark is the subject of state registration in this
state or United States registration.

(2) The owner shall be entitled only to injunctive relief in an
action brought under this section, unless the subsequent user willfully
intended to trade on the ((regtstrants)) owner's reputation or to
cause dilution of the owner's mark. |If such willful intent is proven,
the owner shall also be entitled to the renedies set forth in this
chapter, subject to the discretion of the court and the principles of
equity.

(3) The following are not actionable under this section:

(a) Fair use of a fanpbus mark by another person in conparative
commercial advertising or pronotion to identify conpeting goods or
services of the owner of the fanous nmark;

(b) Noncommercial use of a fanpbus mark; and

(c) Al fornms of reporting and news comentary.

NEW SECTION. Sec. 8. RCW19.77.110 (O assification of goods) and
1989 ¢ 72 s 7 & 1955 ¢ 211 s 11 are each repeal ed.

Passed by the Senate February 21, 2003.

Passed by the House April 8, 2003.

Approved by the Governor April 17, 2003.

Filed in Ofice of Secretary of State April 17, 2003.
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